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DETAILED ACTION 

1. A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.1 14. Applicant's submission filed on 10/28/2005 has been entered. 

Election/Restrictions 

2. Newly submitted claim 8-12 are directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: 

I. Claims 1-7, drawn to an invention, classified in class 713, subclass 100, particular 
to reconfiguration of control modules. 

II. Claims 8-12, drawn to an invention, classified in class 701, subclass 1, particular 
to vehicle control. 

Inventions I and II are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because the reprogramming of a vehicle control module is purely an automotive 
application. The subcombination has separate utility such as for reconfiguration of generic 
control modules. 
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Since applicant has received an action on the merits for the originally presented invention 
(claims 1-7), this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claim 8-12 are withdrawn from consideration as being 
directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

2. During a telephone conversation with Mr. Gordon Harris (Reg. No. 28,615) on 
01/03/2006, Mr. Harris suggested the election of Invention II. However, in light of the previous 
action and prosecution already done on Invention I (claims 1-7), the applicant has in fact already 
elected Invention I by original presentation, per MPEP §8 18.02(a) and §821.03. Therefore, 
Invention I is elected and Invention II is hereafter withdrawn. 

Response to Arguments 

3. Applicant's arguments with respect to claims 1-7 have been considered but are moot in 
view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 35 1(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

5. Claims 1-4 are rejected under 35 U.S.C. 102(e) as being anticipated by US Pub. No. 
2002/0099804A1 to O'Connor et al. (O'Connor). 
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6. Per claim 1, O'Connor discloses a method of reprogramming the memory of an 
electronic module (Fig. 2 shows the steps of reprogramming the electronic module, here being 
the computer product such as a personal computer; "the memory" is the whole memory within 
the PC, e.g., BIOS, hard drives etc.; Fig. 2, element 22 shows programming of firmware and 
Fig. 2, element 42 shows programming of software/applications) comprising the steps of: 
down-loading a boot loader program and initializing software to a first 

portion of the module memory (the firmware is the first portion of the memory, it being 
programmed at a first step, Fig. 2,element 22) via a wired bus (Paragraphs 20 disclose 
programming the firmware at the beginning of the manufacturing process, e.g., when wireless 
protocol stack, etc, are not in place yet, hence inherently requiring traditional wired 
programming, e.g., via JTAG) at a first programming station (Fig. 4 and 5 show assembly line 
comprising various stations, programming of the firmware, e.g., Fig. 2, element 22, is at a first 
station, e.g., Fig. 5, element 84 when the pieces of the motherboard are being assembled) to 
enable the module to receive information via preselected wireless protocol (Paragraph 17, 
wireless protocol are open standards such as IEEE 802. 1 lb); and thereafter downloading 
wirelessly new application and program software to a second portion of the module memory via 
the preselected wireless protocol (Paragraph 19, disclose downloading configuration information 
for drivers, OS, application software and the application software itself, all wirelessly; Fig. 2, 
element 42) at a second programming station (Fig. 5, element 88 is the second programming 
station where wireless download occurs). 

7. Per claim 2, O'Connor discloses claim 1, wherein the wireless IEEE 802. 1 lb protocol is 
by definition an open standard, the architect being the IEEE organization. 
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8. Per claim 3, O'Connor discloses claim 1, wherein the firmware is inherently smaller than 
where the application software is stored, e.g., hard drive, flash drive, etc., since firmware 
comprises only the rudimentary data required for system operation, whereas application software 
has graphic data, user data, etc. 

9. Per claim 4, O'Connor discloses claim 3, wherein it is well-known in the art that 802. 1 lb 
has a transfer rate of 1 1Mbps, whereas wired programming of firmware via JTAG, e.g., via USB 
is known to go up to 8Mbps. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

11. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

12. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1 .56 to point out 
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the inventor and invention dates of each claim that was not commonly owned at the time a later 

invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 

and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

13. Claims 5-7 are rejected under 35 USC 103(a) as being unpatentable over 

O'Connor. 

O'Connor discloses all the limitations of claim 1, further disclosing the computer being 
assembled is on a production assembly line (Fig. 4 and 5). O'Connor discloses the objective of 
begin able to download driver/configuration information for peripheral devices of the computer 
(Paragraph 19), e.g., for peripheral cards (Fig. 4, explicitly shows PCI/ISA cards). O'Connor 
discloses the download of configuration information at a second station (Fig. 2, element 42 and 
Fig. 5, element 88). 

O'Connor does not disclose expressly the peripheral devices having flash memory and 
updating the flash memory at a second flashing station. 

At the time of the invention it would have been obvious to a person of ordinary skill in 
the art to update the flash memory of a peripheral device at a second flashing station. 

The suggestion/motivation for doing so would have been it being very well-known to one 
of ordinary skill in the art that the configuration/driver information of a peripheral card (e.g., the 
PCI/ISA card) resides on firmware of the peripheral card, the firmware intrinsically being 
flash/nonvolatile memory. 

Therefore, it would have been obvious that during the wireless download of 
driver/configuration information by O'Connor (Paragraph 19) at a second station, the flash 
memory of the peripheral cards would be reprogrammed. 
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14. Per claims 6 and 7, O'Connor discloses claims 1-4 which are directly applicable to these 
claims. 



15. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Patents and patent related publications are cited in the Notice of References Cited 
(Form PTO-892) attached to this action to further show the state of the art with respect to 
wireless reprogramming of nonvolatile memory. 

16. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alan S. Chen whose telephone number is 571-272-4143. The 
examiner can normally be reached on M-F 8:30am - 5:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kim N. Huynh can be reached on (571) 272-4147. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Conclusion 



ASC 





